
Statement of Considerations

REQUEST BY HONEYWELL LABORATORIES, FOR AN ADVANCE WAIVER OF
DOMESTIC AND FOREIGN RIGHTS IN SUBJECT INVENTIONS MADE IN THE
COURSE OF OR UNDER RFP NO. 6400001119 UNDER DOE PRIME CONTRACT
NO. DE-AC05-00OR22725; DOE WAIVER DOCKET W(A)-01-011 [ORO-763]

Petitioner, Honeywell Laboratories, has made a timely request for an advance waiver to
worldwide rights in Subject Inventions made in the course of or under RFP No. 6400001119
under DOE Prime Contract No. DE-AC05-00OR22725. The scope of this work is to develop a
building combined heat and power (BCHP) system. The BCHP system will consist of a 5 MW
turbine-generator, a heat-recovery steam generator, and an absorption chiller. The program
will include the development of package designs, analysis tools, rating procedures, and an
optimization and supervisory control system. Field testing and monitoring is also
contemplated. This work is sponsored by the Office of Distributed Energy Resources, Office
of Power Technologies.

The total dollar amount of the proposed subcontract is $4,384,217 of which Petitioner is cost-
sharing 39%. The subcontract has not been executed yet, however, the period of
performance is two years.

Petitioner, in partnership with Honeywell's business units, provides a wide range of
technologies, processes, and product concepts. In this capacity, Petitioner, is an applied R&D
organization for Honeywell International and has expertise in advanced building controls,
cogeneration, thermal energy storage, control strategies to respond to real time utility pricing
and energy system optimization. Thus, Petitioner's experience and expertise will contribute
substantially to commercialization of the inventions made under the agreement.

Petitioner has a substantial financial investment directly related to the work to be performed
under this agreement and has invested significant funding in developing district energy
analysis tools and distributed energy resource management technologies that will contribute
to the proposed work.

Petitioner has agreed to the standard DOE waiver terms and conditions, including march-in
rights, background patent and data provisions, retention by the governmerit ofa license,
preference for U.S. industry and U.S. Competitiveness clauses.

Petitioner has agreed that any products embodying any waived invention or produced through
the use of any waived invention will be manufactured substantially in the United States, unless
the Petitioner can show to the satisfaction of DOE that it is not commercially feasible to do so.
In the event DOE agrees to foreign manufacture, there will be a requirement that the
Government's support of the technology be recognized in some appropriate manner, e.g.,
recoupment of the Government's investment, etc. The Petitioner has further agreed to make
the above condition binding on any assignee or licensee or any entity otherwise acquiring
rights to any waived invention, including subsequent assignees or licensees. Should the
Petitioner or other such entity receiving rights in any waived invention undergo a change in
ownership amounting to a controlling interest, then the waiver, assignment, license, or other
transfer of rights in the waived invention is suspended until approved in writing by DOE.

Granting of the waiver should have little effect on competition since there are several
competing technology options being applied to develop packaged BCHP systems.
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Furthermore, grant of the requested waiver should serve as encouragement to other DOE
contractors and subcontractors that significant cost sharing will be recognized as an
acceptable consideration for granting greater rights in Subject Inventions.

In view of the substantial level of cost sharing by Petitioner and the objectives and
considerations set forth in 10 CFR 784.4, all of which have been considered, it is
recommended that the requested waiver for worldwide rights be granted.

Emily G. Schneider
Assistant Chief Counsel for

Intellectual Property

Date: /ssl_/l

Based on the foregoing Statement of Considerations and the representations in the attached
Waiver Petition, it is determined that the interests of the United States and the general public
will best be served by a waiver of U.S. and foreign patent rights, and therefore, the waiver is
granted. This waiver shall not apply to a modification or extension of the cost-shared
agreement where, through such a modification or extension, the purpose, scope or cost of the
subcontract has been substantially altered.

CONCURRENCE: APPROVAL:

William P. Parks, Jr. Paul A. Gottlieb
Associate Deputy Assistant Secretary for Assistant General Counsel for

Power Technologies Technology Transfer
and Intellectual Property

OCT 2 9 2001
Date: 2 9 Date: / -If--/
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Baldwin, Katherine

From: Dillon, Elizabeth M [DillonEM@oro.doe.gov]
Sent: Tuesday, August 28, 2001 9:21 AM
To: Baldwin, Katherine
Subject: FW: Closeout of ORO-762

Katie,

Please let me know if you need anything else to close out this Advance
Waiver:

W(A)-01-010; ORO-762
Honeywell - RFP No. 6400001117; sub under UT-Battelle, LLC
DE-AC05-00OR22725.

Thank You,
Elizabeth

>-----Original Message-----
> From: Schneider, Emily G
> Sent: Tuesday, August 28, 2001 9:03 AM
> To: Dillon, Elizabeth M
> Subject: Closeout of ORO-762
>
> Please let HQ know that we are closing out this waiver request since the
> Petitioner (Honeywell) was not selected for the subcontract. Thanks,
> Emily

> -----Emily G. Schneider--
> Emily G. Schneider
> Assistant Chief Counsel for Intellectual Property
> Oak Ridge Operations Office
> P.O. Box 2001
> Oak Ridge, TN 37831
> Ph: (865)576-1077
> Fax:(865)576-6363
> Email: schneidereg@oro.doe.gov
>


